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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3_ MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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3. E3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Information Disclosure Statement 

1. The examiner has considered applicant's Information Disclosure Statements of 
28 th April 2005. Please refer to the signed copies of the PTO-1449 forms attached 
herewith. 

Response to Restriction 

2. Applicant's Remarks/Arguments, and election with traverse of claims 1-6 and 22 
in the reply filed on 12 th June 2007 is acknowledged. The applicants traversal of the 
restriction is on the basis that the "common technical feature does not meet the 
requirements of formula 1 of claim 1". This is not found persuasive because: the 
inventions listed as Groups l-ll do not relate to a single general inventive concept under 
PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding 
special technical features for the following reasons: the common technical feature in 
both groups is the "compound", and this is shown in the prior art (US 4,849,321) 
teaches the compound, which is common in both group I and II. 

Therefore, the inventions are independent or distinct because prior art 
anticipating and/or rendering obvious one group would not necessarily anticipate and/or 
render obvious the other group. Hence, there will be a serious burden on the examiner 
if restriction is not required because the inventions require a different field of search. 
Therefore, restriction for examination purposes as indicated is proper. 

The requirement is still deemed proper and is therefore made FINAL. 



Application/Control Number: 10/533,112 Page 3 

Art Unit: 1621 

Claims 8-10 are withdrawn from further consideration as not being drawn to an 
elected invention. 

In addition, applicants further elected the species of claim 1 , viz., 1 ,3-bis(N-2- 
acryloyloxyethyloxycarbonylamino)-propane. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 1 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 1 and 12 are drawn to a composition comprising compounds of the 
general formula I, and are depend on the non-elected claims, which are drawn to a 
process of preparing compounds which can be activated by actinic radiation and have 
the general formula I. Proper correction is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

6. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Hung et 
al (US 4,849,321). 
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The instant claims are to a compound, which can be activated by actinic 
radiation, comprising at least one urethane group and having the formula: 

X[N(R)-C(0)-0-C(R 1 R 2 )-C(R 3 R 4 )-Y-Z] n . 

Hung et al disclose a UV curable following urethane compound [col. 5 and 6], 
which anticipates the instant claims: 



o 



DC-NH-/ S /-*CH 2 -/ S V- 



H 2 C=CHCOCHCHOC-NH^ S ^CH 2 -^ S ^-NHCOCH 2 CHCH20CCH=CHCOOH 



The above compound is also reads claims 2-7, when n is 1, Z is a carbon-carbon 
double bond, Z with R 1 , R 2 and R 3 groups of hydrogen atom and B is a single bond, or Z 
is a vinyl radicals, and Y is a carboxylate group. 

Conclusion 

7. No claim is allowed. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sudhakar Katakam whose telephone number is 571- 
272-9929. The examiner can normally be reached on M-F 8:30 AM - 5:00 PM., 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on 571-272-0871 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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